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DETAILED ACTION 
Claim Objections 

1 . Claims 1 2-1 7 are objected to because of the following informalities: claim 12, 
line 5, the term "the the" should be replaced with -the--. Appropriate correction is 
required. 



Claim Rejections ■ 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 and 4-26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US 6,223,821 (US'821) or US 5.517,854 (US'854). 

US 6,223,821 discloses an apparatus that includes, with respect to claim 1, a 
packer 12 comprising a sensor 14 positioned therein. With respect to the depending 
claims, the reference teaches the limitations as claimed, including a pressure gauge, a 
setting chamber (1 12, 130, 140, 142), a second sensor (col.4, lines 45-53), and the 
sensor is adapted to measure characteristics both internal and external to the packer. 
With respect to claim 12, the reference discloses a completion, comprising; a packer 12 
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having a setting chamber (112, 130, 140, 142) supplied with hydraulic fluid from a 
remote source; a pressure gauge (14, 20) adapted to measure a pressure within the 
setting chamber; and a pressure sensor 14 to measure a pressure of the hydraulic fluid 
supplied by the remote sources at a location remote from the setting chamber; wherein 
the pressure within the setting chamber is compared with the pressure at the location 
remote from the setting chamber to determine whether the hydraulic fluid is reaching the 
setting chamber. With respect to the depending claims, the reference teaches the 
limitations as claimed. With respect to claim 18, the discloses a completion, comprising: 
a packer 12; a gauge 14 above the packer; the gauge communicating with an interior 
cavity of the packer; and a redundant gauge 20 to verify measurements of the gauge by 
sensing the same well characteristic at a location spaced from a measurement location 
of the gauge. With respect to the depending claims, the reference teaches the 
limitations as claimed. With respect to claim 21 , the reference discloses a method for 
use in a well, comprising directly measuring a pressure in a setting chamber (112, 130, 
140, 142) of a downhole tool 12 with a pressure gauge (14, 20). With respect to the 
depending claim, the reference teaches the limitations as claimed. With respect to claim 
23, the reference discloses a method for use in a well, comprising: positioning a plurality 
of gauges 14 (col. 4, lines 45-53) within a packer 12; measuring well characteristics at 
different positions within the well using the gauges: and verifying at least one measured 
well characteristic by sensing the same measured well characteristic at a spaced 
measurement location. With respect to the depending claims, the reference teaches the 
limitations as claimed. 
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US 5,517,854 discloses an apparatus that includes, with respect to claim 1, a 
packer 312, 302 comprising a sensor 316, 318, 344 positioned therein. With respect to 
the depending claims, the reference teaches the limitations as claimed, including a 
pressure gauge 330, a setting chamber 370. 376, a second sensor, and the sensor is 
adapted to measure characteristics both Internal and external to the packer (see 
especially Fig. 3 and col. 8, line 66- col. 9, line 21). With respect to claim 12, the 
reference discloses a completion, comprising; a packer 312, 302 having a setting 
chamber 370, 376 supplied with hydraulic fluid from a remote source: a pressure gauge 
330 adapted to measure a pressure within the setting chamber; and a pressure sensor 
316, 318, 344 to measure a pressure of the hydraulic fluid supplied by the remote 
sources at a location remote from the setting chamber; wherein the pressure within the 
setting chamber is compared with the pressure at the location remote from the setting 
chamber to determine whether the hydraulic fluid is reaching the setting chamber. With 
respect to the depending claims, the reference teaches the limitations as claimed. With 
respect to claim 18, the discloses a completion, comprising: a packer 312, 302 a gauge 
330 above the packer; the gauge communicating with an interior cavity of the packer; 
and a redundant gauge to verify measurements of the gauge by sensing the same well 
characteristic at a location spaced from a measurement location of the gauge. With 
respect to the depending claims, the reference teaches the limitations as claimed. With 
respect to claim 21 , the reference discloses a method for use in a well, comprising 
directly measuring a pressure in a setting chamber 370, 376 of a downhole tool 312, 
302 with a pressure gauge 330. With respect to the depending claim, the reference 
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teaches the limitations as claimed. With respect to claim 23, the reference discloses a 
method for use in a well, comprising: positioning a plurality of gauges 330 within a 
packer 312, 302 measuring well characteristics at different positions within the well 
using the gauges: and verifying at least one measured well characteristic by sensing the 
same measured well characteristic at a spaced measurement location. With respect to 
the depending claims, the reference teaches the limitations as claimed. 

4. Claims 1 , 5, 6, and 9-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US 6,135,204 (US'204) or WO2004/02941 1 (W0'411) (both cited by applicant). 

US 6,135,204 discloses an apparatus that includes, with respect to claim 1, a 
packer 28, 106/108 comprising a sensor 30/32, 110/112 positioned therein. With 
respect to the depending claims, the reference teaches the limitations as claimed, 
including a second sensor, and the sensor is adapted to measure characteristics both 
internal and external to the packer. 

WO2004/02941 1 discloses an apparatus that includes, with respect to claim 1 , a 
packer 70 comprising a sensor 66, 78 positioned therein. With respect to the depending 
claims, the reference teaches the limitations as claimed, including a second sensor, and 
the sensor is adapted to measure characteristics both internal and external to the 
packer. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over US'821. 
US'854, US'204. or W0*41 1 in view of US 2004/0083805. US 2004/0069487, or US 
6,577,954. 

Each of the four base references cited above disclose packers as stated above, 
however, the references fail to teach the sensor being a MEM sensor. 

US 2004/0083805. US 2004/0069487, and US 6,577,954 teach using 
conventional MEM sensors in downhole tools. 

It would have been considered obvious to one of ordinary skill in the art at the 
time the invention was made to have provided a MEM sensor in the packer of any of the 
base references in order to take appropriate measurements within or exterior of a 
downhole tool. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over US'821 . 
US'854, US'204, or W0'41 1 in view of US 2002/0163639. 

Each of the four base references cited above disclose packers as stated above, 
however, the references fail to teach the sensor being a nanotechnology-based sensor. 
US 2002/0163639 teaches using conventional nanotechnology-based sensors in 
downhole tools. 

It would have been considered obvious to one of ordinary skill in the art at the 
time the invention was made to have provided a nanotechnology-based sensor in the 
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packer of any of the base references in order to take appropriate measurements within 
or exterior of a downhole tool. 

Response to Arguments 
8. Applicant's arguments with respect to claims 1-26 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zakiya W. Bates whose telephone number is (571 ) 272- 
7039. The examiner can normally be reached on Monday-Friday, 8:30 AM-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on (571) 272-6843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/711 .400 Page 8 

Art Unit: 3676 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 3676 
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